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DETAILED ACTION 



1. 



This office action is in response to communication filed on 12/7/2009. 



2. 



Claims 1-20 and 44-50 are presented for examination. 



Claim Rejections - 35 USC S 103 



3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 -22 and 44-50 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Powell (5,956,694 hereinafter Powell) in view of Leonard et al. 
(5,903,874 hereinafter Leonard). 

With respect to claims 1 , 5-7, 15-16, 20-22 Powell teaches a system for 
managing a coupon redemption under a reward program (Abstract). A portable token 
configured to store an electronic coupon and a redemption information (i.e. customer 
carries customer card 295, the card containing coupon and redemption information 
about the products that can be redeemed (Figure 12); 

A token acceptance device configured to receive the portable token and store a 
redemption limit relating to the electronic coupon, the redemption limit representing the 
maximum number of times the electronic is allowed to be redeemed for the 
corresponding reward under the reward program, the token acceptance device further 
configured to receive information relating to a transaction from a holder (i.e. checkout 
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900 901 and 902 having software to determine and make sure that the coupons are 
redeemed only once)(See Figure 15); 

Wherein the holder indicates to the token acceptance device that the electronic 
coupon is to be redeemed and applied to the transaction (see Figure 15); 

Wherein upon receiving indication of redemption of the electronic coupon, the 
token acceptance device compares the redemption limit to the redemption tally and 
determines whether the electronic coupon is allowed to be redeemed and applied to the 
transaction (i.e. the checkout determines if the coupon hasn't been redeemed, if it 
hasn't then it is applied to the transaction price)(see Figure 15). 

Powell doesn't specifically storing in the coupon the redemption tally for the times 
that the coupon has been redeemed and updating the redemption tally. Leonard 
teaches on Figure 12, using a tally to determine if the coupon has reached its maximum 
number of usages in order to determine if it can be applied to the transaction and 
updating the file every time the coupon has been redeemed. It would have been 
obvious to a person of ordinary skill in the art at the of Powell's invention to have 
included in the memory storage of Powell's smartcard coupon, a tally for the times that 
the coupon has been redeemed and updating the redemption tally every time the 
coupon has been redeemed as taught by the file of Leonard because such a 
modification would allow the portable token (smart card of Powell) to internally keep 
track in each smartcard of the time the coupon has been redeemed and therefore will 
provide versatility and portability. 
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With respect to resolving conflicts between the electronic coupon and a paper- 
based coupon. Official Notice is taken that it is old and well known to resolve conflicts 
such as conflicts between coupons presented to be redeemed. For example, if a 
customer presents two coupons with the same serial number or SKU or UPC the 
system will determine if that particular serial number or SKU or UPC pertaining to that 
particular coupon has been previously redeem. It would have been obvious to a person 
of ordinary skill in the art to use the same principle of checking the serial number, SKU 
and UPC data on paper coupons and an electronic coupons and electronic coupon in 
order to avoid fraud. 

With respect to claims 2, 8-9, 12-14, 44, 46, 48 Powell further teaches a reward 
program sponsor establishing coupon conditions and redemption conditions and limits 
(i.e. store 100 setting coupon conditions and limits). Powell doesn't specifically teach 
the program sponsor communicating the redemption information to a reward host. 
Leonard teaches on Figure 1 , 132 overseeing and storing redemption limits, the 
redemption limits representing the maximum number of times an electronic coupon is 
allowed to be redeemed for a reward under the reward program (Figure 1 , 132). It 
would have been obvious to a person of ordinary skill in the arts at the time of 
Applicant's invention to have included a reward host in order to allow the reward host to 
share the information as to the terms and redemption information pertaining to the 
reward programs and the like. 
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Claims 3, 10, 17-18, 19 and 50 Powell doesn't teach the reward host is further 
configured to allow the reward program sponsor to change the redemption information 
in response to one or more conditions. Leonard further teaches Data Distribution 
System (DDS) 132 overseeing all the promotions coupons and discounts. It would have 
been obvious to a person of ordinary skill in the art at the time of Applicant's invention to 
have included the store 1000 in Powell to use a reward host as disclosed by Leonard to 
oversee the entire reward schemes and to allow for stores 1000 to make changes and 
modifications. It would have been obvious to a person of ordinary skill in the art at the 
time of Applicant's invention to have included the teachings of Leonard of a host 
configured to allow the reward program sponsor to change the redemption information 
in response to one or more conditions. Leonard further teaches Data Distribution 
System (DDS) 132 overseeing all the promotions coupons and discounts in order to 
obtain the above mentioned advantages. 

With respect to claims 4, 1 1 Powell teaches the coupon based on holder's criteria 
such as demographic information. Powell that the demographic information is used to 
impose a redemption limit to the holder of the token. Leonard teaches limiting the 
redemption limit (Figures 10-12). It would have been obvious to use the customer's 
criteria of Powell to impose redemption limit in order to customize the coupon's limit 
based on the user's needs. 
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Claim 47 further recites storing within the memory of the portable token for use if 
it determines there is a conflict with other coupons. Official Notice is taken that it is old 
and well known to store conflicts, problems or the like in a database/memory or the like 
in order to consult or refer to it ant a future day. For example, vendor, business and the 
like store conflicts/problems in the accounts such as issue of bad checks in the account 
or the like in order to prevent fraud. It would have been obvious to a person of ordinary 
skill in the art at the time of Applicant's invention to have included storing within the 
memory of the portable token for use if it determines there is a conflict with other 
coupons in order to obtain the above mentioned advantage. 

Claim 49 further recites the portable token being a smartcard. Powell doesn't 
specifically teach the portable token being a phone. Official Notice is taken that it is old 
and well known to use cellular phone or the like to store electronic coupons/discounts, 
etc. in order to provide convenience to the user by allowing the user to receive coupons 
via already owned device such as the well known cellular phones. It would have been 
obvious to a person of ordinary skill in the art at the time of Applicant's invention to have 
included the portable token being a smartcard in order to obtain the above mentioned 
advantage. 
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Response to Arguments 

5. Applicant's arguments filed 12/7/2009 have been fully considered but they are 
not persuasive. 

6. Applicant argues that Powell and Leonard fail to teach or suggest a portable 
token configured to store an electronic coupon and redemption tally. The Examiner 
wants to point out that Powell teaches a smartcard 250 for storing electronic coupons, 
the memory in the customer card is updated, so the electronic coupon in the list 
cannot be repeated again (col. 10, lines 4-6). Leonard teaches a reusable encrypted 
coupon, which is associated with a coupon file that maintains coupon record such as a 
counter that tallies maximum number of redemptions usages (see Figure 1 2 and 
Abstract). Contrary to Applicant's arguments Powell doesn't teach away from storing 
the redemption tally at the smartcard 250 because Powell recognizes that the coupon 
list needs to be updated in order to prevent fraudulent usage by making sure that the 
coupon in the list cannot be repeated again (col. 10, lines 4-6). One of ordinary skill 
given Powell and Leonard will recognize that using Leonard coupon's file that maintains 
redemption usage and tallies the number of usages into the smartcard of Powell will 
allow the smartcard of Powell to contain all the coupon redemption in the convenience 
of the smartcard carried by the user in order to allow all the information to be read from 
one single location and therefore as stated in the modification above provide versatility 
and portability of the information. 

7. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
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any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

8. Applicant states that storing a tally on the customer card of Powell would result in 
a card that stores coupons that can be used more than once and that such usage is 
contrary to the intended purpose of Powell, which is that all coupons on the customer 
card are to be erased each time the customer card is presented for redemption to 
prevent fraud and repeated use. The Examiner wants to point out that Powell wants to 
prevent fraud and fraudulent use of the coupons and that therefore it would make 
perfect sense to add the redemption file of Leonard to the smartcard of Powell in order 
to better keep prevent fraud by keeping track exactly of the amount of usage and 
redemption of the electronic coupons. 

9. With respect to the Official Notice taken on resolving any redemption conflict 
associated with a concurrent redemption of the electronic coupon and other coupons, 
the Examiner has provided examples of the well known facts and Appellant hasn't 
provided a proper challenge in the response mailed on May 26, 2009 that would at least 
cast reasonable doubt that the known facts weren't known prior to Applicant's invention. 
A proper response would have to include why as the date of Applicant's invention the 
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well known facts weren't known to one of ordinary skill in the art. Therefore the Official 
notice is sustained. See MPEP 2144.03. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Point of contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert A. Weinhardt can be reached on (571)272-6633. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Raquel Alvarez/ Raquel Alvarez 

Primary Examiner, Art Unit 3688 Primary Examiner 

Art Unit 3688 

R.A. 

2/16/2010 



